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DETAILED ACTION 

This application has been reviewed. The original claims. 1-18 are pending. The 
rejections are as stated below. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 9-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claims 9-14 recite the limitation "The computer readable medium as set forth in 
claim 7" in the first line. There is insufficient antecedent basis for this limitation in the 
claim. Claim 7 does not declare a computer readable medium. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

5. Claims 1 , 2 and 4-8 are rejected under 35 U.S.C. 1 02(e) as being clearly 
anticipated by Kihn (US 7,020,629 B1). 

Claims 1 and 8 discuss a method and computer readable medium for determining a 
likely return on investment from combinations of investment projects and selecting a 
combination having a maximum return on investment, said investment projects being 
related to product categories, each product category having a given cost model and 
demand model, said method comprising the steps of: forming a plurality of candidate 
investment project combinations including all possible projects in all possible 
combinations; eliminating from further consideration project combinations which do not 
meet conditions of a set of constraints; determining a new optimal price and changes to 
the cost and demand models associated with each product category for each of the 
project combinations; estimating a value added by each project combination for each 
set of project combinations using the new optimal prices and the changes to the costs 
and demand models; identifying the project combination which yields maximum value 
added; and providing an output containing said estimated values added and identified 
project combination. Kihn discloses: 
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• selecting a plurality combination of investments having a maximum return on 
investment in the abstract, "selecting, from the universe of asset classes, a 
restricted number of asset classes that have demonstrated superior returns"; 

• investments related to products on page 1 and lines 17-20, "The present 
Invention relates to the assessment and management of financial assets and, 
more particularly, to systems, processes and products involving investment 

• determining an optimal price and estimating the value added on page 3 and lines 
60-62, "establishing and optimizing a benchmark based upon these portfolios of 
assets to identify a moving portfolio having calculated momentum," 

• eliminating projects that do not meet constraints and identifying the combination 
with a maximum return on page 3 and lines 56-69, "selecting, from these asset 
classes, portfolios of assets that have demonstrated superior"; 

• displaying the output on page 10 and lines 46-50, "This spreadsheet displays the 
rolling selected funds (in this example 4 funds are always maintained in the 
benchmark-equally weighted) as they would appear chronologically to 
Implement the strategy of the present invention"; and, 

• using a computer on page 5 and lines 25-28, "The aforementioned unique 
identifiers are needed for confimriing the identity of the fund/portfolios in order to 
process the various sets of data in a computer." 

Claim 2 discusses the method as set forth in claim 1 wherein said step of elimination 
comprises eliminating investment combinations which include projects which are 
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mutually exclusive. Claim 1 is rejected based on the discussion(s) above. Kihn 
discloses on page 10 and lines 6-14, "Next comes the filtering to reduce the sample to 
the set from which final selections are made. In addition, an average monthly return is 
calculated across the 122 funds that survived the filters. This spreadsheet filters the 
fund level data as follows: (1) cuts the period from Dec. 31, 1989 through Mar. 31, 2000 
to Jan. 31, 1995 through Mar. 31, 2000; (2) eliminates all funds without full return data 
during the period Jan. 31, 1995 through Mar. 31, 2000; and (3) eliminates all duplicate 
fund data while keeping those funds with the lowest stated total expenses." 

Claim 4 discusses the method as set forth in claim 1 wherein said step of identifying a 
project combination which yields maximum value added comprises: detemriining Net 
Present Value for a base case in the scenario that none of the project combinations are 
undertaken, and a Net Present Value for each project combination; assigning a Value 
Added for each project combination by subtracting said base case Net Present Value 
from each respective project combination Net Present Value. Claim 1 is rejected based 
on the discussion(s) above. Kihn discloses 'Net Present Value' as 'Net Asset Values' 
and 'Value Added' as 'returns' on page 3 and lines 12-19, "Related to the Portfolio Data 
is the Portfolio Tracking Data. These values are used to aid in tracking those portfolios 
that are used to construct the benchmarks and used to detemriine expenses charged to 
shareholders. This data is currently available from the following two primary sources: (1) 
Lipper provides portfolio level data (e.g., Net Asset Values ("NAVs"), returns, 
distribution yields, management fees, total expenses, defined asset groupings, etc.)." 
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Claims 5 and 6 discuss the method as set forth in claim 1 wherein said step of providing 
an output comprises providing a computer readable output and a human readable 
output. Claim 1 is rejected based on the discussion(s) above. Kihn discloses on page 9 
and lines 51-55, "A specific example, illustrating the system, process and product of the 
present invention, is given below in reference to the Microsoft Excel spreadsheets 
depicted in FIGS. 5.1 5.6, 6.1 6.6, 7.1 7.8, 8.1 8.7 and 9.1 9.6. These spreadsheets 
perform calculations." Microsoft Excel spreadsheet are able to be read by humans, also 
a performing calculations implies that a computer can ready the data from the 
spreadsheet. 

Claim 7 discusses the method as set forth in claim 1 further comprising the steps of: 
forming a set of all Maximal Investment Combinations; and applying an Increasing 
Mutual Returns Rule to said set of all Maximal Investment Combinations in order to 
further reduce a total number of project combinations for analysis. Claim 1 is rejected 
based on the discussion(s) above. Kihn discloses selecting a plurality combination of 
investments having a maximum return on investment in the abstract, as shown in the 
rejection of claim 1 above. Kihn discloses using the acts of dropping the weakest 
fund/portfolio and rebalancing in order to maintain tracking with respect to the 
benchmark discloses on page 6 and lines 1.-10, "we drop the weakest of the four 
previous funds/portfolios and add the strongest fund/portfolio not included in the four 
funds/portfolios comprising the benchmark. Thus, we target a 100% turnover per year. 
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However, it is to be understood that there may be no turnover in any one or.more 
quarters when all four top funds stay within the evaluation criteria. As funds/portfolios 
are dropped and others added in their place, rebalancing will occur in order to maintain 
tracking with respect to the benchmark." 

Claim Rejections • 35 use § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 3 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kihn in view of Hankinson (US 2002/0082883 A1 ). 

Claim 3 discusses the method as set forth in claim 1 wherein said step of elimination 
comprises eliminating investment cornbinations which include projects which are 
dependent on other projects which are excluded from the combination. Claim 1 is 
rejected based on the discussion(s) above. Kihn discloses the elimination or filtering of 
project. Kihn does not specifically state the use of dependent projects. Hankinson 
teaches the use of dependent projects on page 2 and paragraph 22 of the specification, 
"A delay of a project with dependent projects may be regarded as more costly than a 
delay of a project without dependent projects." Therefore it would have been obvious to 
a person having ordinary skill in the art at the time the invention was made to modify . 
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Kihn to consider dependent projects because keeping ttie projects that are dependent 
on excluded projects could cost more money. 

Claim 15 discusses a system for detemiining a likely return on investment from 
combinations of investment projects and selecting a combination having a maximum 
return on investment, said system comprising: a product category data store having a 
plurality of product categories, and having a plurality of cost models and demand 
models for a plurality of time intervals for each said product category; a investment 
projects data store containing a plurality of investment project data sets, each data set 
containing dependency and exclusivity relationships, definitions of product categories 
affected by a project, fixed costs for a plurality of time intervals, and a means for 
modification of cost models and demand models; and a parallel investment evaluator 
adapted to access said investment projects data store and product category data store, 
to determine a combination of investment projects which yield a maximum value added, 
and to output said project combination and maximum value added. Kihn discloses: 

• selecting a plurality combination of investments having a maximum return on 
investment In the abstract, as shown in the rejection of claim 1 above; 

• investments related to products on page 1 and lines 17-20, as shown in the 
rejection of claim 1 above; 

• a plurality of time periods on page 3 and lines 52-59, "(a) selecting, from the 
universe of asset classes, a restricted number of asset classes that have 
demonstrated superior returns by maintaining momentum during an existing first 
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period of time of relatively long duration; (b) selecting, from these asset classes, 
portfolios of assets that have demonstrated superior returns by maintaining 
momentum during an existing second period of time of relatively short duration"; 
• a means for modification on page 10 and lines 55-58, "Rebalancing involves 
repeating the foregoing steps periodically. In this example, after the initial four 
funds are selected, typically only one will need to be changed each quarter." 
Kihn does not specifically state the use of dependent projects. Hankinson teaches the 
use of dependent projects on page 2 and paragraph 22 of the specification, as shown in 
the rejection of claim 3 above. Therefore it would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to modify Kihn to 
consider dependent projects because keeping the projects that are dependent on 
excluded projects could cost more money. 

Claim 16 discusses the system as set forth in claim 15 wherein said parallel investment 
evaluator is adapted to perform the steps of: forming a plurality of candidate investment 
project combinations including all possible projects in all possible combinations; 
eliminating from further consideration project combinations which do not meet 
conditions of a set of constraints; determining a new optimal price and changes to the 
cost and demand models associated with each product category for each of the project 
combinations; estimating a value added by each project combination for each set of 
project combinations using the new optimal prices and the changes to the costs and 
demand models; identifying the project combination which yields maximum value 
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added; and providing an output containing said estimated values added and identified 
project combination. Claim 15 is rejected based on the discussion(s) above. Klhn 
discloses: 

• selecting a plurality combination of investments having a maximum return on 
investment in the abstract, as shown in the rejection of claim 1 above. 

• investments related to products on page 1 and lines 17-20, as shov/n in the 
rejection of claim 1 above. 

• determining an optimal price and estimating the value added on page 3 and lines 
60-62, as shown in the rejection of claim 1 above. 

• eliminating projects that do not meet constraints and identifying the combination 
with a maximum return on page 3 and lines 56-69, as shown in the rejection of 
claim 1 above. 

• displaying the output on page 10 and lines 46-50, as shown in the rejection of 
claim 1 above. 

• using a computer on page 5 and lines 25-28, as shown in the rejection of claim 1 
above. 

Claim 17 discusses the system as set forth in claim 16 wherein said parallel investment 
evaluator is further adapted to perform the steps of: determining a Net Present Value for 
a base case in the scenario that none of the project combinations are undertaken, and a 
Net Present Value for each project combination; assigning a Value Added for each 
project combination by subtracting said base case Net Present Value from each 
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respective project combination Net Present Value. Claim 16 is rejected based on the 
discussion(s) above. Kihn discloses 'Net Present Value' as 'Net Asset Values' and 
'Value Added' as 'returns' on page 3 and lines 12-19, as shown in the rejection of claim 
4 above. 

Claim 18 discusses the system as set forth in claim 16 wherein said parallel investment 
evaluator is further adapted to perform the steps of: fomning a set of all Maximal 
Investment Combinations; and applying an Increasing Mutual Returns Rule to said set 
of all Maximal Investment Combinations in order to further reduce a total number of 
project combinations for analysis. Claim 16 is rejected based on the discussion(s) 
above. Kihn discloses selecting a plurality combination of investments having a 
maximum return on investment in the abstract, as shown in the rejection of claim 1 
above. Kihn discloses using the acts of dropping the weakest fund/portfolio and 
rebalancing in order to maintain tracking with respect to the benchmark discloses on 
page 6 and lines 1-10, 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Muriel Tinkler whose telephone number is (571)272- 
7976. The examiner can normally be reached on Monday through Friday from 7:30 AM 
until 4 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571)272-6771 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infomriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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January 24, 2007 
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